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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
06/23/2008 has been entered. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1-4, 6, 9-10 and 12-14 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the enablement requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. 

Claims 1 and 12 recite a liquid transfer apparatus having a plurality of units, 
wherein each unit "can be connected to and disconnected from the liquid transfer 
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apparatus like a cassette". Upon further reviewing of the original specification, Examiner 
found no support for this limitation. The specification states that "each liquid transfer 
apparatus is realized as an independent unit that is like a cassette and can be 
connected to and disconnected from other liquid transfer apparatuses". In other words, 
the specification supports modularity of the liquid transfer apparatus. However, nowhere 
the specification states that the units are connected "like a cassette", that is, configured 
for being inserted into, or ejected from a common housing, or support. 

4. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1-4, 6, 9-10 and 12-14 are rejected under 35 U.S.C. 112, second 
paragraph, as being unclear for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

In particular, claims 1 and 12 recite a liquid transfer apparatus having a plurality 
of units, wherein each unit "can be connected to and disconnected from the liquid 
transfer apparatus like a cassette". It is unclear whether or not any common support 
structure / housing is intended. It is also unclear whether being connected "like a 
cassette" implies some limitations to the shape of a unit. Additionally, it is not clear what 
structural elements would limit the volumes of the transferred liquids to micro-volumes. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-3, 9-10 and 12-14 are rejected under 35 U.S.C. 102(b) as anticipated 
by Neukermans (US 6068751). 

Neukermans discloses a modular flutdic delivery system comprising, as shown in 
Figures 1,2, 1 0a and 1 0, module 20, 1 00 which includes component 32, 1 28 with 
capillary 62, 126 [liquid containing section] having inlet [liquid introducing section] and 
outlet [liquid leading out section]. The capillary is provided with piezo-electric actuator 
34 [energy application means] configured for ejecting micro-volumes of fluids out of the 
capillary. The module is shaped like a cassette and can be connected to other modules, 
in parallel or in series, to form more complex fluidic circuits: "[T]he liquid delivery system 
can be used as a component in assembling much more complex microfluidic systems 
which also form part of the present invention" (see Figures 10a, 10; Col .3, lines 35-40). 
In particular, Figure 10 shows components 128 being connected serially, that is, the 
outlet ['liquid leading out section'] of one ['second'] component 128 is fluidically 
connected to the liquid introducing section of another ['first'] component 128, the two 
components being configured for transferring micro-volumes of liquid from one to the 
other. 

Regarding claim 2, Neukermans discloses self-sealing material in inlets 158 in 
column 10, lines 25-30. 
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Referring to claim 3, pouch 122 used as a reaction camera is provided with 
heater 152 [processing means] (see Figure 3). 

With respect to claims 9-10, Neukermans describes integrating a variety of 
detectors into the fluidic system (see Col. 14, lines 1 plus). 

Regarding claim 14, Neukermans teaches a registration aperture "that mates 
with and engages a registration pin that projects from the base plate" for connecting the 
modules (Col.3, lines 18-25). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or nonobviousness. 

1 0. Claims 4 and 6 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Neukermans. 
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Neukermans does not specifically teach the valves to be check valves and a 
plurality of inlets dedicated to a single liquid containing sections. However, check 
valves and multiple inlets are routinely used in the art. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have employed 
check valves in the modified apparatus of Neukermans, in order to ensure one- 
directional fluid flow. It would have been also within the ordinary skill of an artisan to 
have provided additional inlet ports in the pouch for simultaneous infusion of reagents. 

Response to Arguments 

1 1 . Applicant's arguments filed on 06/23/2008 have been fully considered but they 
are not persuasive, or moot in view of new grounds of rejection. 

Applicant argues that, in contrast to Applicants' claimed invention, " Neukermans 
does not teach or suggest, among other features, a liquid introducing section of a first 
unit and a liquid leading out section of a second unit being connected such that the 
micro-volume of liquid is transferred from the second unit to the first unit, with each 
liquid leading out section having energy application means for applying energy for 
ejecting the liquid"; that "in Neukermans, the piezoelectric actuators act only as a valve 
for regulating the flow of liquid in the individual capillaries (by moving the respective 
blade"; and that "Neukermans_provide no liquid transfer between the individual units". 

Examiner disagrees with these arguments. First, Neukermans does disclose the 
outlet ['liquid leading out section'] of one ['second'] component 128 being fluidically 
connected to the liquid introducing section of another ['first'] component 128, the two 
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components being configured for transferring micro-volumes of liquid from one to the 
other by means of piezoelectric actuators (see the discussion above). Second, even 
acting "only as a valve", the piezoelectric actuators do read on the "energy application 
means for applying energy for ejecting" liquids". Finally, the serially connected 
components 128, as shown in Figure 10, do provide liquid transfer between the 
individual components/ units / modules. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Natalia Levkovich whose telephone number is 571-272- 
2462. 

The examiner can normally be reached on Mon-Fri, 2 p.m.-10 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Jill Warden/ 

Supervisory Patent Examiner, Art Unit 1797 
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